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DETAILED ACTION 
Response to Amendment 

Examiner acknowledges the reply filed 8/27/2007 in which no claims were 
amended. Currently claims 77-86 and 109-148 are pending for examination in this 
application. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 77 and 109 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Dotson, Jr. (4,274,411). Dotson, Jr. discloses a fluid operated ophthalmic irrigation and 
aspiration device. 

Regarding claims 77 and 109, Dotson, Jr. discloses a fluid operated method and 
device for aspiration of the ocular region (see abstract) using modulated differential 
pressure pulses via a fluid control device (Figures 1-3) (col 1, In 50-67) (col 5, In 15- 
55). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 77, 80-86, 109, 112-116, 119, 122-125, 128, 130-134, 137-139, and 141- 
146 are rejected under 35 U.S.C 103(a) as being unpatentable over Bylsma (6,319,220) 
in view of Dotson, Jr. (4,274,41 1 ). 

Regarding claims 77, 80-86, 109, 112-116, 119, 1212-125, 128, 130-134, 137- 
139, and 141-146, Bylsma discloses a method and device for aspirating fluid from an 
ocular region during a phacoemulsification procedure (cols 2, 30-70; col 3, In 1-30) 
comprising aspirating (4) the ocular region a pressure system to the ocular region via 
fluid control device (10) while applying ultrasonic energy with a needle (34), capable of 
producing cavitation (Figures 7-9). Bylsma further discloses delivering modulated 
ultrasound (see Figures 6-7)(col 4, In 10-40) using an ultrasound phacoemulsification 
hand piece (30) (Figure 1). 

Bylsma meets the claim limitations as described above except for the specific 
fluid control device creating a pressure pulse system for aspiration. 

However, Dotson, Jr. discloses a fluid operated ophthalmic irrigation and 
aspiration device. 
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Regarding claims 77, 80-86, 109, 112-116, 119, 122-125, 128, 132-134, 137- 
139, and 141-146, Dotson, Jr. discloses a fluid operated method and device for 
aspiration of the ocular region (see abstract) using modulated differential pressure 
pulses via a fluid control device (Figures 1-3) (col 1, In 50-67) (col 5, In 15-55). 

At the time of the invention, it would have been obvious to use the aspiration 
system of Dotson, Jr. with the system of Bylsma in order to provide a system that aids in 
the aspiration of hard to remove pieces of material (cols 1 , In 60-70) and the system of 
Dotson, Jr. is disclosed to be used with numerous types of hand piece systems (col 3, In 
1-20). The references are analogous in the art and with the instant invention; therefore, 
a combination is proper. Therefore, one skilled in the art would have combined the 
teachings in the references in light of the disclosure of Dotson, Jr. (cols 1-2). 

Claim Rejections - 35 USC § 103 

Claims 78-79, 85-86, 110-111,117-118, 120-121, 126-127, 129-131, 135-136, 
140-141 and 147-148 are rejected under 35 U.S.C 103(a) as being unpatentable over 
Bylsma (6,319,220) in view of Dotson, Jr. (4,274,411) 

The modified Bylsma discloses the claimed invention except for the specific 
modulation pulse duration (100 milliseconds, 8 milliseconds, and 25, milliseconds). 

Regarding claims 78-79, 85-86, 110-111, 117-118, 120-121, 126-127, 129-131, 
135-136, 140-141 and 147-148, it would have been obvious to one having ordinary skill 
in the art at the time the invention was made to use the duration values as claimed by 
Applicant since the values as claimed lack criticality for the specific pulse times and 
duration and since Dotsonm, Jr. discloses the duration and pulse amounts can be 
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varied to optimize removal of fragments (col 6, In 20-60); additionally, it has been held 
that discovering an optimum value of a result effective variable involves only routine skill 
in the art. In re Boesch, 617 F. 2d 272, 205 USPQ 215 (CCPA 1980). See Gonan 
(6,423,028) for a representative example illustrating varied pulse durations (Figures 1- 
10, col 4). 

Response to Arguments 

Applicant's arguments, see remarks, filed 8/27/2007, with respect to the 
rejection(s) of claim(s) 77-86 and 109-148 under Bylsma (6,319,220) have been fully 
considered and are persuasive. Therefore, the rejection has been withdrawn. 
However, upon further consideration, a new ground(s) of rejection is made (see above). 

Regarding Applicant's request for an affidavit of support for the 103(a) rejection 
in the prior office and the current action under C.F.R. § 1 .104 (d)(2), is improper. 
Under C.F.R. § 1.104 (d)(2) the Examiner can be request that to provide an affidavit that 
supports to support a rejection of the claims based on the official notice, common 
knowledge, or personal knowledge of the Examiner , or provide a reference 
demonstrating the purported common knowledge. See In re Lee, 277 F.3d 1338, 1344- 
45, 61 U.S.P.Q.2d 1430, 1435 (Fed. Cir. 2002). As evidenced by the rejection the 
above, these criteria are not relied upon by the Examiner for the rejection above. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. See PTO-892. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Christopher D. Koharski whose telephone number is 
571-272-7230. The examiner can normally be reached on 7:30am to 4:00pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nick Lucchesi can be reached on 571-272-4977. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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